
          22nd August 2020 

          Mumbai 

To,       

The Registry of Trademark, 

Boudhik Sampada Bhavan, 

Antop Hill, S.M. Road, Mumbai-400037 

 

Subject: Reply to the Examination Report Dated 16/08/2020 for Application NTMC2020017 

in Class 12 in the name of M/S. SANIKA SURVE. 

 

Dear Sir/Madam, 

This is in furtherance to the Examination Report dated 16th August,2020 regarding the 

trademark “TOPAZE” which has been filed for registration through Trademark Application 

No. NTMC2020017 in class 12 in the name of M/S. Sanika Surve. The concerned Application 

has been refused on the grounds of Section 11(1) of the Trademarks Act 1999. I would like to 

humbly submit the following response: 

 

1) The mark “TOPAZE” is a coined and a distinct word mark. The mark does not hold 

any meaning in the English dictionary thereby making it highly distinctive in nature. 

The applied mark is therefore not deceptively similar to the earlier marks registered in 

the same class with similar description of goods.  

 

2) The mark “TOPAZE” is a proposed to be used mark under class 12 dealing with motors 

and engines for land vehicles, air cushion vehicles, all automobiles on land included in 

class 12, parts and fittings of motor land vehicles, couplings and transmission 

components for land vehicles.  The mark “TOPAZE” is a fanciful mark and has no 

relation to the description of the goods traded by the Proprietor of the mark. Thus, the 

mark is distinct from the earlier marks and does not confuse with earlier marks. 

 

3) It is humbly submitted that the applied mark does not violate the provisions of Section 

11(1) of the Trademarks Act as pointed out by the Examiner. The applied mark is 

unsimilar and distinct to the mark cited as conflicting by the Examiner since the marks 

are visually, orally, structurally and phonetically dissimilar to each other.   

 



4) The cited mark “TOPAZ” seeks protection for limited goods as described in Class 12 

whereas the applied mark “TOPAZE” seeks protection for wide range of goods which 

are distinct from the cited mark that are included in class 12. It has been held by Bombay 

High Court that there is no law that says that a solitary test of pronunciation will suffice 

to defeat all else that weighs against or the visual, structural similarity, attendant 

circumstances, lack of meaningful reputation or goodwill.1  

 
5) The Apex Court has provided for the registration of the mark in the same class for 

different business, which are claimed to be deceptively similar.2 Thus, although the 

Registry has cited the mark “TOPAZ” under Application No. 289203 as deceptively 

similar on the grounds of section 12, there is no reason as to why the Applied mark 

should not be granted registration as a trademark as the precedent by the Supreme Court 

provides for such registration. 

 
6) It is humbly submitted that there are wide range of dissimilarities between the mark 

“TOPAZ” and “TOPAZE” and would like to mention the same. 

 
Sr.No DISSIMILARITIES  “TOPAZ” “TOPAZE” 

1. Businesses Proprietor of this mark has 

protection only for parts of 

motor land vehicles and 

fittings thereof in class 12 

Applicant of this mark 

seeks protection of 

various goods under 

class 12. The same 

includes all kinds of 

motors and engines for 

land vehicles, remote 

control vehicles, parts of 

vehicles, couplings and 

transmission 

components for land 

vehicles, accessories of 

motor land vehicles. 

 
1 International Foodstuffs Co LLC v. Parle Products Private Limited and Anr, Notice of Motion No. 2624 of 
2012 in Suit No 2497 of 2012. 
2 M/s Nandhini Deluxe vs. M/s Karnataka Co-operative Milk 2018 (9) SCALE 202 
 



2 Structure  The mark “TOPAZ” is 

made of 5 alphabets 

The mark “TOPAZE” is 

made up of 6 alphabets 

with a letter ‘E’ in the 

last which is responsible 

for making the mark 

distinct from the cited 

mark. 

3 Meaning The word “TOPAZ” is a 

name of the gem and finds 

its meaning in the English 

dictionary. 

The word “TOPAZE” 

has no meaning in the 

English dictionary and is 

a coined and a fanciful 

mark. Thus, the Applied 

mark is highly 

distinctive in nature. 

4 Pronunciation The mark “TOPAZ” is 

pronounced according to 

the standard pronunciation 

of the gem TOPAZ since 

its spelled the same. 

The mark “TOPAZE” is 

not pronounced the same 

as the cited mark. It 

differs in the 

pronunciation due to the 

last alphabet “E”, thus 

not making it 

deceptively similar to 

any earlier marks. 

 

7) Apart from dissimilarities between the two marks, it is humbly submitted that the cited 

mark does not have a user detail and as per current status is on the verge of expiry. This 

shows that the Proprietor of the mark is uninterested to renew his mark and thus 

provides a room for the registration of the applied mark. The Trademark status of this 

Application is attached and named as Annexure “A”. 

 

8) In addition to the above submissions, I would also like to bring attention to Application 

No.1299262 which has been registered for the mark “TOPAZ”. This mark has been 

registered by the Proprietor Manish Gupta who is not the same Proprietor as of the cited 



mark.The trademark status and Examination report of this Application has been 

attached and named as Annexure “B” and “C” respectively. Application No.1299262 

was objected with the same cited mark (TOPAZ for Application no.289203) as it is the 

objecting mark for the current trademark application. The application no.1299262 was 

filed under class 12 for businesses of bicycles, parts and fittings included therein, but 

was objected with the application no. 289203 which is filed for the protection for parts 

and fittings of motor land vehicles. However, the mark was later granted registration 

despite the initial refusal under section 11(1). The Registration Certificate of this 

trademark has been attached and named as Annexure “D”. 

 
9) Thus, in the light of the above responses, it is humbly submitted that the refusal under 

Section 11(1) of the Trademark Act 1999 be withdrawn and the mark be accepted and 

advertised in the Trademark journal to proceed in furtherance to the registration of the 

same.  

 
 

Thank You, 

Adv. Richa Sharma 
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Annexure B  

 
  



Annexure C 

 



 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
  
  



Annexure D 
 

 


