To,

227 August 2020
Mumbai

The Registry of Trademark,
Boudhik Sampada Bhavan,
Antop Hill, S.M. Road, Mumbai-400037

Subject: Reply to the Examination Report Dated 16/08/2020 for Application NTMC2020017
in Class 12 in the name of M/S. SANIKA SURVE.

Dear Sir/Madam,

This is in furtherance to the Examination Report dated 16% August,2020 regarding the

trademark “TOPAZE” which has been filed for registration through Trademark Application
No. NTMC2020017 in class 12 in the name of M/S. Sanika Surve. The concerned Application
has been refused on the grounds of Section 11(1) of the Trademarks Act 1999. I would like to

humbly submit the following response:

1)

2)

3)

The mark “TOPAZE” is a coined and a distinct word mark. The mark does not hold
any meaning in the English dictionary thereby making it highly distinctive in nature.
The applied mark is therefore not deceptively similar to the earlier marks registered in

the same class with similar description of goods.

The mark “TOPAZE” is a proposed to be used mark under class 12 dealing with motors
and engines for land vehicles, air cushion vehicles, all automobiles on land included in
class 12, parts and fittings of motor land vehicles, couplings and transmission
components for land vehicles. The mark “TOPAZE” is a fanciful mark and has no
relation to the description of the goods traded by the Proprietor of the mark. Thus, the

mark is distinct from the earlier marks and does not confuse with earlier marks.

It is humbly submitted that the applied mark does not violate the provisions of Section
11(1) of the Trademarks Act as pointed out by the Examiner. The applied mark is
unsimilar and distinct to the mark cited as conflicting by the Examiner since the marks

are visually, orally, structurally and phonetically dissimilar to each other.



4)

5)

6)

The cited mark “TOPAZ” seeks protection for limited goods as described in Class 12
whereas the applied mark “TOPAZE” seeks protection for wide range of goods which
are distinct from the cited mark that are included in class 12. It has been held by Bombay
High Court that there is no law that says that a solitary test of pronunciation will suffice
to defeat all else that weighs against or the visual, structural similarity, attendant

circumstances, lack of meaningful reputation or goodwill.!

The Apex Court has provided for the registration of the mark in the same class for
different business, which are claimed to be deceptively similar.? Thus, although the
Registry has cited the mark “TOPAZ” under Application No. 289203 as deceptively
similar on the grounds of section 12, there is no reason as to why the Applied mark
should not be granted registration as a trademark as the precedent by the Supreme Court

provides for such registration.

It is humbly submitted that there are wide range of dissimilarities between the mark

“TOPAZ” and “TOPAZE” and would like to mention the same.

Sr.No | DISSIMILARITIES “TOPAZ” “TOPAZE”

1. Businesses Proprietor of this mark has | Applicant of this mark
protection only for parts of | seeks  protection  of
motor land vehicles and | various goods under
fittings thereof in class 12 | class 12. The same

includes all kinds of
motors and engines for
land wvehicles, remote
control vehicles, parts of
vehicles, couplings and
transmission
components for land
vehicles, accessories of

motor land vehicles.

! International Foodstuffs Co LLC v. Parle Products Private Limited and Anr, Notice of Motion No. 2624 of

2012 in Suit No 2497 of 2012.

2 M/s Nandhini Deluxe vs. M/s Karnataka Co-operative Milk 2018 (9) SCALE 202



2 Structure The mark “TOPAZ” is
made of 5 alphabets

The mark “TOPAZE” is
made up of 6 alphabets
with a letter ‘E’ in the
last which is responsible
for making the mark
distinct from the cited

mark.

3 Meaning The word “TOPAZ” is a
name of the gem and finds

its meaning in the English

The word “TOPAZE”
has no meaning in the

English dictionary and is

pronounced according to
the standard pronunciation

of the gem TOPAZ since

its spelled the same.

dictionary. a coined and a fanciful
mark. Thus, the Applied
mark is highly
distinctive in nature.
4 Pronunciation The mark “TOPAZ” is | The mark “TOPAZE” is

not pronounced the same
as the cited mark. It
differs in the
pronunciation due to the
last alphabet “E”, thus
not making it
deceptively similar to

any earlier marks.

7) Apart from dissimilarities between the two marks, it is humbly submitted that the cited

8)

mark does not have a user detail and as per current status is on the verge of expiry. This

shows that the Proprietor of the mark is uninterested to renew his mark and thus

provides a room for the registration of the applied mark. The Trademark status of this

Application is attached and named as Annexure “A”.

In addition to the above submissions, I would also like to bring attention to Application

No0.1299262 which has been registered for the mark “TOPAZ”. This mark has been

registered by the Proprietor Manish Gupta who is not the same Proprietor as of the cited




mark.The trademark status and Examination report of this Application has been
attached and named as Annexure “B” and “C” respectively. Application No.1299262
was objected with the same cited mark (TOPAZ for Application n0.289203) as it is the
objecting mark for the current trademark application. The application n0.1299262 was
filed under class 12 for businesses of bicycles, parts and fittings included therein, but
was objected with the application no. 289203 which is filed for the protection for parts
and fittings of motor land vehicles. However, the mark was later granted registration
despite the initial refusal under section 11(1). The Registration Certificate of this

trademark has been attached and named as Annexure “D”.

9) Thus, in the light of the above responses, it is humbly submitted that the refusal under
Section 11(1) of the Trademark Act 1999 be withdrawn and the mark be accepted and
advertised in the Trademark journal to proceed in furtherance to the registration of the

same.

Thank You,
Adv. Richa Sharma



Annexure A
19/08/2020 E-Register - Main Page

(NOT FOR LEGAL USE)
As on Date : 19/08/2020
Status : Registered View TM Application | View Additional Representation Sheet
Alert : Trade mark is likely to be removed due to non filing of Renewal request within prescribed
time limit In case of any discripancy contact respective TM Registry.

'T™M Application No. 289203
Class 12
|Date of Application 05/07/1973
Appropriate Office IDELHI
State CHANDIGARH
Country India
|Filing Mode Branch Office
'T™M Applied For TOPAZ
T™ Category TRADE MARK
Trade Mark Type WORD
|User Detail Proposed to be used
Certificate Detail Certificate No. 113766 Dated : 16/10/1974
'Valid upto/ Renewed upto 05/07/1980
|Proprietor name (1) JASBIR SINGH.
Trading As : KARTAR AUTO INDUSTRIES.
Single Firm
|Proprietor Address 1/526, GANDA NALA BAZAR, KASHMERE GATE, DELHI -6.
[Email Id
Goods & Service Details [CLASS : 12)
PARTS OF MOTOR LAND VEHICLES AND FITTINGS THEREFOR
INCLUDED IN CLASS 12.
|Publication Details Published in Journal No. : 595-0  Dated : 16/03/1974

Trade Mark Image : (1)

TOPAZ

PR Details | | Correspondence & Notices || Uploaded Documents | | EXIT |

WARNINGMDISCLAIMER : THE DATA OF TRADE MARKS REGISTRY IS UNDER THE PROCESS OF DIGITISATION, IF ANY DISCREPANCY IS
OBSERVED IN THE DATA PLEASE CONTACT OR SUBMIT AT APPROPRIATE TRADE MARKS REGISTRY ALONGWITH SUPPORTING
DOCUMENTS, THIS WILL HELP IN UPDATION OF ELECTRONIC RECORDS,




Annexure B

220812020 E-Register - Main Page
(NOT FOR LEGAL USE)
As on Date : 22/08/2020 View Registration Certificate
Status : Registered View TM Application | View Additional Representation Sheet

Alert : Trade mark is likely to be removed due to non filing of Renewal request within prescribed
time limit In case of any discripancy contact respective TM Registry.

'T™M Application No. 1299262

Class 12

Date of Application 29/07/2004
Appropriate Office |DELHI

State [PUNJAB

Country lIndia

[Filing Mode |Branch Office

'T™M Applied For TOPAZ

TM Category TRADE MARK
Trade Mark Type WORD

User Detail 01/04/2001
Certificate Detail Certificate No. 502283  Dated : 30/12/2005
'Valid upto/ Renewed upto 29/07/2014
Proprietor name (1) MANISH GUPTA

Trading As : BRAND TECH BIKES
|Partnership Firm Details : CHHITL) RAJ

Proprietor Address |D-85, PHASE-V, FOCAL POINT, LUDHIANA, (PB).

|Email Id

Agent name IMAHTTA & CO.[252]

Agent Address 43 - B/3, MAHTTA HOUSE ,UDHAM SINGH NAGAR, LUDHIANA -

141 001, (PUNJAB).

Goods & Service Details [CLASS : 12]

[BICYCLES, PARTS AND FITTINGS INCLUDED IN CLASS 12.
[Publication Details |Published in Journal No. : 1327-4  Dated : 24/01/2005

PR Details | | Correspondence & Notices || Uploaded Documents | | EXIT |

WARNINGDISCLAIMER : THE DATA OF TRADE MARKS REGISTRY IS UNDER THE PROCESS OF DIGITISATION, IF ANY DISCREPANCY IS
OBSERVED IN THE DATA PLEASE CONTACT OR SUBMIT AT APPROPRIATE TRADE MARKS REGISTRY ALONGWITH SUPPORTING
DOCUMENTS, THIS WILL HELP IN UPDATION OF ELECTRONIC RECORDS,




Annexure C

GOVT. OF INDIA
TRADE MARKS REGISTRY
OKHLA INDUSTRIAL ESTATE, NEW DELHI -110020 /I/
. oue: WG
:bmu:mmmdmmmm \
' /V\CL" s & Co.
EXAMINATION REPORT
Application No, ’z-a 9262 in Class/Clisses [

In the name of ivreind Ter b Bikr
Gentlemen/Madam

Wﬁan&WMﬂMlhﬂbmm attention to

ARPLICATION EXAMINED : paragraph
:m&&mwmmmwmuwh-du-myh mdloaﬂmmnd

. MMu‘lztunot of- distinguistung because : mmmuw mwoﬁmm
is
paragraph (a), (b) & c)ofmﬂl)dmmm.lm The objection anses because

o The mark for registration is open to objection under section %(2) & 9(3) because.

' ively similas to the trade ) and/or pri
.mﬂy. registered mark(s prior

pmhngnde-ut(;)

mark submitted for registration is prohibited being a name of a chemical element or international non-proprietocy
name ‘
EROMIBITION UNDER SECTION 50
©  The trade mark applied for registration is open 1o objection under section 80 of the Act because. . . ... ..

. mgmmmuwn

o

M“Yauhﬂrﬂﬂﬂﬂsmb u%mmn 10 be heard at the
&MMMMWNW where the application was filed & your case may be
ar;

INTERYIEW: Where an advocate/agent has | cases awaiting resolution, he an
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communication for you 1o wﬁ:m&unmnh«ﬂ(
you 1o reply

bsence of such response,
your application shall be deemed 10 have been

FORMALITY CHECK:
As well as overcoming the above grounds for objection, you also need to meet the requirements formality check reports
annexed herewith. mmwmwm‘péuw




GOVERNMENT OF INDIA

KS REGISTRY
LOCATION: DELHI SEARCH REPORT - TM-54/60 USER: I1SJ
SECTION : EXM PAGE: 1
REPORT : EXMRO7 ~ DATE. 17-At
Raceipt No : 263143 Receipt Dt : _26-Apr-2004 Ciass 5
APPLICATION cm“Wm TIN JOURNAL NO PROPRIETOR NAME / STATUS
NO ADDRESS
GOODS DESC: _— I
289203 12 TOPAZ 595 - JASBIR SINGH Rogis
11526, GANDA NALA BAZAR,
KASHMERE GATE, DELHI 6
GOODS DESC: PARTS OF MOTOR LAND VEHICLES AND FITTINGS THEREFOR
INCLUDED IN CLASS 12.
552679 12 TOPAZ . DEWAN CHAND MEHNDIRATTA New /
WZ-508, BASA| DARAPUR, NEW
DELMI- 110 015,

GOODS DESC:  AUTOMOBILE PARTS & FITTINGS,

Examiner of




Annexure D

ey ot - 2 'm'
FORM O-2 :
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GOVERNMENT OF INDIA
A faw W

TRADE MARKS REGISTRY c o
2R faw aftifras, 1999
TRADE MARKS ACT, 1999

AR oz & W& &1 unaE, |RT 23 (2) Fam 62 ()
Certificate of Registration of Trade Mark, Section 23 (2), Rule 62 (l)
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MANISH GUPTA CHHEITLI RA), TRADING AS HRAND TRECH BIKES, DAS, PHASE V, FOCAL POINT, LUDHIANA o8
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